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Interview Summary 

On September 5, 2012, 1 had a telephonic interview with Examiner Subramanian and 
SPE Klye who is the SPE in this case. ■ ! 

I submitted the attached email and exhibits to discuss, and the subject matter of the 
exhibits was discussed. I requested a new office action in accordance with MPEP 710.06 
and a request filed June 14, 2012. The Examiner and SPE refused to issue a new office 
action. They maintained that the March 14, 2012 Office Action was sufficient and not 
erroneous. They said they look forward to my reply or pre appeal. 

During the interview, I presented the arguments in my exhibit entitled "Block Quote issue 
exhibit" regarding §1 12, first paragraph, written support issues. I noted that no office 
action had ever made the showings required by MPEP 2163.04 and the examiner had not 
answered the material traversed. 

The Examiners provided a new explanation for their position, a position that is not stated 
in their papers. I explained that from the beginning for over a year, I had not understood 
that this was the basis for the rejection of all this claim language under 1 12, first 
paragraph written description. I said that I thought the Office Action was rejecting all the 
various phrases in the block quote as unsupported. I pointed to the numerous pages 55 - 
58 of the Papers filed November 28, 201 1 addressing support for numerous phrases 
identified by the undersigned in the claims. The Examiner seemed to be saying that those 
phrases were supported by the specification but the computer implementation of the steps 
involving them was not supported by the specification. SPE Kyle agreed that that was 
the case with claim 197 which appears in the exhibit I submitted. 

However, the Office would not commit to this new explanation of the rejection. I asked 
that the Office put this explanation in writing to clearly narrow issues for appeal. They 
refused. I pointed out that the Examiner had not addressed my arguments on those pages 
regarding the particular claim phrases. I pointed out that the March 14, 2012 Office 
Action had not addressed my arguments regarding those phrases in violation of MPEP 
707.07(f) and MPEP 2163.04. They refused to give me any further writing explaining 
this position. 

We discussed the "true lease" claim language issue of support under 112, first paragraph, 
for written description. I explained that the specification says a "tax lease" with 
reference to the paragraph of the specification and the dictionary definition submitted 
says a true lease is also a tax lease, so the claim language is supported. 

The Examiner suggested amending the claim language to "tax lease" since that is in the 
specification. 



SPE Kyle said that I should make claim charts with the rejected claim on one side and the 
citation to the specification across from it. He said that Quality Control expects this. I 
said I had already identified paragraphs in the specification for support with argument 
and all the Office did was say "The examiner disagrees" without addressing my 
arguments. I said the Office is supposed to address my arguments. 



/Donna L. Angotti/ 
Reg. No. 32,679 
September5, 2012 
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From: email@angottilaw.com 

Subject: Fwd: SN 09/61 1,548 Telephone conference 

Date: 09/04/2012 01:14 PM 

To: Charles.Kyle@USPTO.gov, Narayanswamy.Subramanian@USPTO.gov 

Attachments: 710.06 exhbit 8.28.12.pdf{372.9 KB), Block Quote issue exhibit.pdf(239.6 KB), 112 first para true iease 
issue.pdf(637.4 KB) 



\ am resending this re our telephone conference for 3:00 Wed. September 5, 2012 for easy reference. 

Besst regards, 
Donna 

The Law Offices of 
Donna L. Angotti 
140 Broadway 
Suite 4600 
New York, NY 10005 
Tel.: (212) 858-7515 



Original Message — - 

From: " emaii@ anqo Uilaw.com " femail@angottiiaw.comj 
Date: 08/28/201 2 04: 12 PM 

To: cJiaxleiJ<yie^JEiPJ32jfiv, n.subramanian@USPTO.gov 
Subject: SN 09/61 1 ,548 Telephone conference 

Dear Sirs: 

I look forward to our telephone conference at 3:00 pm August 29, 2012. 

I wish to discuss the papers filed June 14, 2012, including the definitions of "true lease" quoted therein, and the attached 
exhibits which we can go through during the call. 

Pertinent sections of the MPEP are 710.06 (copy attached); 

2163.04; and 

707.07(f). 

The issues involve the written description rejections under 35 U.S.C. 112, first pararaph. I have divided them into (1) the 
block quote issue (which I would like to address first), and (2) the "true lease" issue. 

Best regards, 
Donna 

The Law Offices of 
Donna L. Angotti 
140 Broadway 
Suite 4600 
New York, NY 10005 
Tel.: (212) 858-7515 



https://mailapp02.register.com/cdbc729e/gds/index_rich.php 
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MANUAL OF PATENT EXAMINING PROCEDURE 



Applicant's Paper of 6/14/2012 

Requested Complete new Office Action be Mailed 
On grounds of Block Quote §112, Paragraph 1 Issue 



710.06 Situations When Reply Period Is 
Reset or Restarted [R-6] 

Where the citation of a reference is incorrect or an 
Office a ction contains some other error tha t a ffects 
applicant's ability to reply to the Office action and this 
error is called to the attention of the Of fice within 1 
month of the mail date of the action, the Office will 
restart the previously set period for reply to run from 
the date the error is corrected, if requested to do so by 
applicant. If the error is brought to the attention of the 
Office within the period for reply set in the Of fice 
action bu t more th an 1 mo nth after the date of the 
Office action, the Of fice will set a new period for 
reply, if requested to do so by the applicant, to sub - 
stantially equal the time remaining in the reply period. 
For example, if the error is brought to the attention of 
the Office 5 weeks after mailing the action, then the 
Office would set a new 2 -month period for reply. The 
new p eriod for reply must be at 1 east 1 mont h and 
would run from the date the error is corrected. See 
MPEP § 7 07.05(g) for the mann er of correcting the 
record where there has been an erroneous citation. 

Where for any reas on it be comes necessary to 
remail any action (MPEP § 707.13), the action should 
be correspondingly redated, as it is the remailing date 
that establishes the beginning of the period for reply. 
**For Image File Wrapper (IFW) processing, see IFW 
Manual. 

A supplementary action after a rejection explaining 
the references more cxplic itly orgiv ing the reasons 
more fully , even t hough no further references arc 



. 6, Sept. 2007 



700-168 



EXAMINATION OF APPLICATIONS 



710.06 



cited, establishes a new date from which the statutory 
period runs. 

If the error in citation or other defective Office 
action is called t o the attention of the Of fice after the 
expiration of the period for reply , the period will not 
be restarted and any appropriate extension fee will be 
required to render a reply timely. The Office letter 
correcting the error will note that the time period for 
reply remains as set forth in the previous Of fice 
action. 



700-169 



Rev. 6, Sept. 2007 



§112, Paragraph 1 

Issue: "True Lease" Claim Language 



Applicant's Statement of Support in Specification 
Amendment of 11/3/2010, pg 47. 

• Cites paragraphs of Specification 



Application Serial No. 09/61 1,548 

Supplementary Amendment Dated November 3,2010 



Attorney Docket No. 1 906-3-PoIestar 
Page 47 of 47 



Remarks/Arguments 
Claims 1-205 are now pending. Claims 1, 2, 28, 31, 53, 56, 60, 74, 93, 102, 119, 130, 
133, 140, 148, 154, 158, 161, 172, 181, 182, 183, 193 and 197 are independent. Claims 182 to 
201 are added in this amendment, to address the PTO's new interpretations of § 101 in the Bilski 
Guidelines and recent decisions of the Board of Patent Appeals and Interferences. A check for 
$1064.00 to cover the additional four independent claims and for 24 additional claims over 20 is 
enclosed. 

By this paper, Applicant amends the claims to address the PTO's new interpretations of 
§ 101 in the Bilski Guidelines and recent decisions of the Board of Patent Appeals and 
Interferences. 

The language "with assistance of a computer" has been amended. 

Claims have been amended to recite "an operating lease under financial accounting rules 
or a true lease under tax accounting rules ". This language is supported at, for example, 
paragraphs [0018], [0021], [0029], [0072], and [0082] (paragraph number references are to the 
Substitute Specification filed September 29, 2005). 

The "segregable payments" of new claims 183-203 are supported at, for example, Figs. 
2Aand2B. 

The added claims are patentable for reasons discussed in the papers of November 2009 
and August 2010. 

This paper incorporates by reference the paper of November 5, 2009 captioned "Reply to 
Office Action or in the Alternative Appeal Brief and in the Reply to Office Action of August 
19, 2010. Applicant reiterates the cautions of examination procedure set forth in those two 
papers: 

• Breadth is not indefiniteness. MPEP § 2174 

• Alternative language is not indefinite per se. MPEP § 21 73 .05(h)(II); In re Gaubert, 524 
F.2d 1222, 187 USPQ 664 (CCPA 1975). 

• There is no such thing as a "descriptive matter" exclusion applicable to § 1 02/§ 1 03 . 
There is no mention of such a thing in MPEP Chapter 2100. 1 Only "printed matter" 



1 MPEP § 2 1 06.0 1 discusses "descriptive material" but only in the context of § 1 0 1 . 

Supplementary Amendment page 1906-3-Polestar S/N 09/611,548 

This paper dated November 3, 2010 Q £ 



Examples of Rejections under 

§112, Paragraph 1 for "True Lease" Claim Language 
From Non-final Office Action dated 5/26/2011 
(pgs. 3, 10-11). 



• Fails to meet MPEP §2 1 63 .04 for a § 1 1 2, Paragraph 1 

Rejection 

• Ignores paragraphs of specification cited by Applicant 

• Examiner's Response to Arguments States Applicant's 

Arguments are moot (pg. 23). 



Application/Control Number: 09/61 1,548 Page 3 

Art Unit: 3695 

4. The following is a quotation of the first paragraph of 35 U. S .C . 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. The specification is objected to under 35 U.S.C. § 1 12, first paragraph, as failing to support 
the subject matter set forth in the claims. The specification, as originally filed does not provide 
support for the invention as now claimed. 

The test to be applied under the written description portion of 35 U.S.C. § 112, first 
paragraph, is whether the disclosure of the application as originally filed reasonably conveys to 
the artisan that the inventor had possession at that time of later claimed subject matter. Vas-Cat, 
Inc. v. Mahurkar, 935 F. 2d 1555. 1565, 19 USPOldlll. 1118 (Fed. Cir. 1991), reh'rs denied 
{.Fed. Cir. July 8. 1991) andreh're. en banc, denied (Fed. Cir. July 29. 1991). 

Claims 1 and 2 recite the -limitations " a true lease under tax accounting rules" and "at least 
some portion of the improvements lease being or having been performed by processing data in a 
non-transitory memory of a computer " (emphases added). 

Claims 28, 35, 57, 95, 114, 120, 122, 143, 170, 175 and 198 recite the limitation " a true 
lease under tax accounting rules" (emphasis added). 

Claim 31 and 102 recites the limitation "at least some portion of the improvements lease 
being or having been performed by processing data in a non-transitory memory of a computer " 
(emphasis added). 

Claim 56 recites the limitation "at least some portion of the lease being or having been 
performed by processing data in a non-transitory memory of a computer" (emphasis added). 
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Art Unit: 3695 

Claim 197 recites the limitations " processing data in a non-transitorv memory of a 
computer, the processing reflecting paving or receiving a payment on a lease granting rights to 
use tenant improvements to a tenant the tenant improvements being improvements to a space 
leased to the tenant financing or ownership of the tenant improvements being distinct from 
financing or ownership of the space, an amount of the payment payable to a tenant improvements 
pavee for lease of the tenant improvements being segre gable from an amount payable to a 
distinct space payee for lease of the space, the segregation reflecting the distinct ownership or 
financing: financing for the tenant improvements being provided bv an entity other than a tenant 
of the space, financing for the tenant improvements being obtained at the tenant's cost of funds: 
the processed data representing at least one of a group consisting of (a") the lessor of the space. 
(h) the lessor of the tenant improvements, (c) the tenant, and (d) a primary investor, secondary 
investor, or lender, who contributed capital to the improvements or to an entity owing the 
im provements " (emphasis added). 

However, the original specification does not provide a written description disclosure to 
support the claimed limitations identified above especially the emphasized portions of the 
limitations. 

Claim Rejections - 35 USC§112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is mosfnearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

7. Claims 1-52 and 56-205 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, which 
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Art Unit: 3695 

was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. In particular, claims 1,2, 28, 3l" 56, 60, 74, 93, 102, 119, 130, 133,140, 148, 
154, 158, 161,172, 181,182, 183, 193 and 197 are rejected under 35 U.S.C. § 112, first 
paragraph, because the specification does not provide a written description disclosure to support 
the claimed limitations as discussed in the objections to specification above. Similar reasoning 
and logic apply to the dependent claims. Dependent claims are also rejected by way of 
dependency on a rejected independent claim. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

9. Claims 1-27, 3 1-52, and 56-181 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Independent claims 1, 2, 31, 74, 102, 130, 133, 140, 154, 161, and 179 recite the 
limitation "at least some portion of the improvements lease being or having been performed by 
processing data in a non-transitory memory of a computer". Independent claims 56, 93, 119, 158, 
and 172 recite the limitation "at least some portion of the lease being or having been performed 
by processing data in a non-transitory memory of a computer". Also independent claims 60 and 
148 recite the limitation "at least some portion of leasing the shorter-lived asset being or having 
been performed by processing data in a non-transitory memory of a computer". Similarly 
independent claim 180 recites the limitation "at least some portion of soliciting, originating, 
managing, or analyzing the improvements lease being or having been performed by processing 
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need not give patentable weight to descriptive material absent a new and unobvious functional 
relationship between the descriptive material and the substrate. See In re Lowry, 32 F.3d 1579, 
1583-84 (Fed. Cir. 1994); In reNgai, 367 F.3d 1336, 1338 (Fed. Cir. 2004). As discussed above 
there is no new and unobvious functional relationship between the descriptive material and the 
substrate. 

Claims 198-203, the limitations in these claims are interpreted as non-functional 
descriptive data that describe the underlying contract, the payment being processed and the data 
being stored. As discussed above these are interpreted as non-functional descriptive data that 
describe the underlying contract and the data being stored. The non-functional descriptive data 
does not materially affect the features of processing the payment and storing data. The examiner 
need not give patentable weight to descriptive material absent a new and unobvious functional 
relationship between the descriptive material and the substrate. See In re Lowry, 32 F.3d 1579, 
1583-84 (Fed. Cir. 1994); In re Ngai, 367 F.3d 1336, 1338 (Fed. Cir. 2004). As discussed above 
there is no new and unobvious functional relationship between the descriptive material and the 
substrate. 

Response to Arguments 

14. Applicant's arguments with respect to pending claims have been considered but are moot 
in view of new grounds of rejection. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure are listed on the enclosed PTO-892. 



Example of Applicant's Response from 11/28/2011 
Papers (pgs. 52-53). 

• Identifies "true lease" claim language 

• Identifies claims with that language 

• Arguments for support in Specification 

• Cites specification and quotes paragraph [0072] of 

Specification 



Application Serial No. 09/6 1 1 , i 
Amendment Dated November 28, 201 1 



Att .ey Docket No. 1 906-3 -Polestar 
Page 52 of 52 



as a pdf file through the PTO's Electronic Business Center. Apparently substitute specifications 
and drawings and requests for republication do not appear in PAIR. 

In July 2000, when this application was filed, MPEP § 608.01(b) read as follows: 

The abstract should be in narrative form and generally limited to a single paragraph within 
the range of 50 to 250 words. The abstract should not exceed 25 lines of text. 

The Abstract meets the guidelines that were in effect at the time. The severely belated objection 
should be withdrawn. Nonetheless, to accommodate Examiner Subramanian's personal, but 
inapplicable, preferences, an amended abstract is submitted herewith. 



C. Specification 

The specification is objected to under 35 U.S.C. §112, first paragraph, as failing to 
support the subject matter set forth in the claims. 
1. "true lease" 

The claim language found unsupported is essentially the limitation "a true lease under tax 
accounting rules" which was added by the amendment of November 3, 2010. That paper said on 
page 47: 

Claims have been amended to recite "an operating lease under 
financial accounting rules or a true lease under tax accounting 
rules ". This language is supported at, for example, paragraphs 
[0018], [0021], [0029], [0072], and [0082] (paragraph number 
references are to the Substitute Specification filed September 29, 
2005). 

The language of paragraph [0072] of the specification referenced reads as follows 
(original specification of July 2000, page 15 line 30 to page 16, line 3): 

.... In contrast, lease 1 00 may be structured so that the lease of tenant 
improvements from special purpose entity 1 10 to tenant 102 meets Internal Revenue 
Code standards for a tax lease; this will render the rent 1 24 paid from tenant 1 02 to 
special purpose entity 110 deductible as an ordinary business expense. This may convert 
the deduction schedule from thirty-nine years to depreciate the tenant improvements 
(when tenant 102 is the tax owner of the tenant improvements) into a shorter schedule 
based on the term 122 of lease 100. 

The Office Action does not reflect that any consideration was given to this language which 
clearly states a "tax lease," i.e. a true lease under tax accounting rules as mentioned. 



Amendment 

This paper dated November 28, 201 1 



page 
52 of 52 
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Application Serial No. 09/611,1 
Amendment Dated November 28, 201 1 



At, ^ey Docket No. 1906-3-Polestar 
. Page 53 of 53 



The Office Action provides no analysis of why the Patent Office takes the position that 
the cited paragraphs fail to provide support for the claim language. Such failure does not 
advance prosecution. 

With respect to a "written description" issue, MPEP § 2163(III)(A) and § 2163.04 
required that the Action "Establish a prima facie case by providing reasons why a person skilled 
in the art at the time the application was filed would not have recognized that the inventor was in 
possession of the invention as claimed " The Action did not do so. Until the rejection in the 
Action is clear, Applicant is left without a fair opportunity to respond. 

Because the Office Action does not make the showings required for the "written 
description" requirement, disregards the MPEP, disregards Applicant's previous paper, and 
disregards the specification, it is not clear what the issue is, and therefore it is impossible to 
respond more precisely. Thus, the objection is improper. The language is supported as set forth 
above. This argument applies to claims 1-, 2, 28, 35, 57, 95, 120, 122, 143, 170, 175, 198, 60, 
1-33, 148, 179, 180, 181, 183, and 193. 

2. "at least some portion of the lease being or having been performed by 
processing data in a non-transitory memory of a computer" and "non- 
transitory memory" 

Additional claim language found unsupported is essentially the limitation "at least some 
portion of the lease being or having been performed by processing data in a non-transitory 
memory of a computer;" This language was previously amended from "at least some portion of 
the lease being or having been performed with assistance. of a computer processing data in a 
tangible memory of a computer." With the present amendment the language has been deleted 
and instead the claims recite " computing data in a non-transitorv m emory of a computer, the 
com putation in furtherance of an improvements lease, the improvements lease being a lease of 
improvements". (for Claim 2) or similar language. It is believed the amended language 
overcomes any indefiniteness. The support for the language is the same as for the previous 
language. 

The issue of support in the specification for the previous language was fully addressed 
previously in the Amendment and Reply to Office Action or in the Alternative Appeal Brief filed 
November 5, 2009 at pages 20-21: 



Amendment 

This paper dated November 28, 201 1 



page 
53 of 53 
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Final Office Action of 3/14/2012 repeats §112, 
Paragraph 1 rejection - quotes more claim language as 
unsupported in claims 1 and 2 



Examiner Response to Arguments in Final Office 
Action of 3/14/2012 (paragraph 13 atpg. 26). 

• Examiner disagrees 

• Examiner adds "There is no support in the 

paragraphs cited above for the limitation...." 

• No reason given 



• Fails to meet MPEP §2 1 63 .04 for a § 1 1 2, Paragraph 1 

Rejection 

• Fails to address all material traversed, MPEP §707.07(f) 

• If paragraph 1 3, pg. 26 is an explanation; it is a new 

argument and explanation, and a new grounds of 
rejection. 

• Thus, finality should be withdrawn 
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there is no new and unobvious functional relationship between the descriptive material and the 
substrate. 

Claims 198-203, the limitations in these claims are interpreted as non-functional 
descriptive data that describe the underlying contract, the payment being processed and the data 
being stored. As discussed above these are interpreted as non-functional descriptive data that 
describe the underlying contract and the data being stored. The non-functional descriptive data 
does not materially affect the features of processing the payment and storing data. The examiner 
need not give patentable weight to descriptive material absent a new and unobvious functional 
relationship between the descriptive material and the substrate. See In re Lowry, 32 F.3d 1579, 
1583-84 (Fed. Cir. 1994); In re Ngai, 367 F.3d 1336, 1338 (Fed. Cir. 2004). As discussed above 
there is no new and unobvious functional relationship between the descriptive material and the 
substrate. 

Response to Arguments 
13. In response to Applicant's assertion "Claims have been amended to recite "an operating 
lease under financial accounting rules or a true lease under tax accounting rules". This language 
is supported at, for example, paragraphs [0018], [0021], [0029], [0072], and [0082] (paragraph 
number references are to the Substitute Specification filed September 29, 2005)", the Examiner 
respectfully disagrees. There is no support in the paragraphs cited above for the limitation "a frue 
lease under tax accounting rules". Hence rejections under 1 12, first paragraph are maintained for 
claims 1, 2, 28, 35, 57, 95, 120..122, 143, 170, 175, 198, 60, 133, 148, 179, 180, 181,183, and 
193. 



Applicant's Paper of 6/14/2012 

Requested Complete new Office Action be Mailed 
On "True Lease" §112, Paragraph 1 

Requested Finality be Withdrawn 

Applicant provides dictionary definitions 



Advisory Action of 7/20/2012 



• The Examiner disagrees 

• Examiner cites to prior Office Actions 

• Examiner tells Applicant to read prior Office 

Action 

• No substantive answers 

• No explanation of why cited paragraphs of 

specification do not support claim language 
especially in view of dictionary definitions 



• Still Fails to meet MPEP §2 163. 04 for a §112, Paragraph 1 

Rejection 

• Still Fails to address all material traversed, MPEP 

§707.07(f) 

• Finality still improper 

• Applicant can not even narrow issues for appeal by 

eliminating §1 12, Paragraph 1 issues 



Continuation Sheet (PTOL-303) Application No. 09/61 1 ,548 

PTOL-303 (Rev. 09-201 0) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 201 2071 8 



Continuation of 1 1 . does NOT place the application in condition for allowance because: of the following reasons, in response to 
Applicant's assertion "The Action must be remailed because of multiple omissions relating to the claim language "true lease for tax 
purposes" that affect Applicant's ability to reply and Finality should be withdrawn", the Examiner respectfully disagrees. There is no support 
for the limitation "a true lease under tax accounting rules" in the specification as originalty filed. This was explained by the Examiner in the 
Non-Final action mailed on May 26, 201 1 and again in the Final Office action mailed on March 14, 2012. In response to Applicant's 
assertion "The "written description issues" are not stated in the manner required by the MPEP, and thus no direct reply is possible", the 
Examiner respectfully disagrees. The wriiten description issues are discussed in paragraphs 2-5, in pages 2-12 of the Final Office action 
mailed on March 14, 2012. Applicant should read the entire contents of Paragraphs 2-5 of the Final Office action before reaching 
conclusions. In response to Applicant's assertion "Applicant urges paragraph numbering as suggested by MPEP § 707.07(k) The 
Examiner's attention is drawn to MPEP § 707.07{k): 707.07{k) Numbering Paragraphs: It is good practice to number the paragraphs of the 
Office action consecutively. This facilitates their identification in the future prosecution of the application.", the Examiner would like to point 
out that the paragraphs have been numbered consecutively as suggested by the MPEP. Each form paragraph used In the rejection has 
been numbered in the order in which they appear in the Offce action. Applicant's other arguments have been considered but are not 
persuasive. For these reasons and the reasons discussed in the Final office action, the Finality of the rejections are maintained by the 
Examiner. 



2 



§112, Paragraph 1 

Issue: Block Quotes of Claim Language 



Example of Block Quote Rejection under 

§112, Paragraph 1 for Claim 197 

From Non-final Office Action dated 5/26/2011 

(I I years after case was filed) 

(There are 9 pages of Block Quote rejections under §112, Paragraph I) (pgs, 3-9). 



• Falls to meet MP'EP §2163.04 for a §1 12, Paragraph 
Rejection 
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Claim 197 recites the limitations "pr ocessin g data in npn-ljranskory memory of a 
eft Enputi-i" Jbo prgce^ing teflocun^ paying or roeeiyiu" a payment on & lease .gran* mg rirhts..^ 
use tenant unp k- v\ me*tts to .i, tenant,;. bo tenant m^ryvt. "Qvuh. bdfifi i;rnrrovenuu^j<< a t^oe 
based to. the tenant, financing or mvftsrship of the .tgnantj^proy^vt^ents bcirtg distinct from 
firanc'mg or owne^hip. of.U?o.5p^\.a n ^na um. oi' the pa ym ent paya ble a. tenant Uttj^>y ^«nis 
pa^er icr lease oi the um ant imjprove^T^fits.beinjj ^ej^^He.ttomjn amount p ayabl e v * a 
xlojsKt^ *.» r^ee^Os ej.s !lj£. s x l>_><i4M f ui i r> , h i. >ut o^>%tv[ sp t 
fe^iom^vnss^H^jn^ior.tlic resent hnyro^r-neuts beia^0\>viied b\jn entity;, other th.mjj^i^u 
>'d ihe ^mcc, tmanimg ^ortbe tenant j>ifr-H>n">eni« bo'n^o^med -J t|~*o \enant'o eo\t oj fundp; 
tkg. j»rocet\H\l.daLi n.f 'e?cn$iiu£ l~i^ o".e .of ^ .^i^op tonsistl:^ oi (a). *he se^y -s of. the SfWCs 
lb) >l>v lesso r et't be tenant Improvements^ {£} the taonl apJ {dj.^.pg?ni^\^>>^.^.ses^Riar>' f 

improvement" (emphasis added). 

1 (ovis\et, eV onejru; ?$seeifseau^n doe,-- not yrowdc a wstteu description disclosure to 
suppoti ".he eLenk-d limitation idenrnjed ahoxe r.;peclMh tl e enu-lwued ontuoos of the 
lumto.boas. 

Claim Mejecttem - 55 USC § 112 
6, in f K \\ i) ms i i\i an >Ul < i <> v , m «m t > ^ < IP 
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svf tk'»t rtl-vs, tn ^.xcs^vat ;*i ,;„. v h ,.t v^x as to rc^;uK\ eonxC\ io -m^ skt V-.i us tho 
*<A int., i I u v. iO i h tin t t ji i'k \t x t r Lx hJ >ssi>o t ! <. 
c m .vim vitun i u hi xin I N S *l >« I 10 !!'» l n ! > S 
pj. 1 \ JOII » PI <C P P^ Hll^iivUiJcMiuiiro St <t S P v 

> 11 «0} XA [*-v. * 1 }\.x.l w ( i 0 x-> £ M i >M lv 1 fid <■ i ! x ' t N sjpp i 

v.L i H imifo s^i^jfu v* lie 1 *uk*j i sp x ! iv, it o i! )%* Sn >! t msoui 
uk1 !o< i ff 1 sK ufr nk > ! mrs <Xt x.5 < x a „ m i ^ je t*.t c H> sv \ ol 

ucvfiix-sx o i i »v. t: tr<. .ndxiuAruL « 

8 1;k x bfi'h h^yi'H'Siu^ t k, s(. v ( pi sp Si M 

ft ! f f >ti tt nix x x fi,«r 

*) U< ixi/ 1 !^ n!Vs Mil s jvui f ps s<. IP s - > i *u „»t ^ )N 

\n< ixlxi t it h t<*> k> irl i li vi «, m % v. ilk i 1 v ill x'.s.ii 
i[fh uui jP is U ti^ t is 

tnl'texxx. i v m s I A l P *< I ' l ' I Mil ml' )n i x 

1 < 1 i< k ! x t^tl I |j ) oil \( Ik* <x l\ b < O * \ t?i ^! f\ I) 1 J fx. 

<Hv siu !au ji aw * in i 5ix io ^ of uiv i xi ( x\ f xx.n x ur -v < i f P\ 

l!ki ' r x x > * f <-tk 1 X>1 ' , KO) 1 k <\ r O x 1 \v X i K 1 

^Oxx^s 1 JlL fi j '.MivU , li 51 n if H. 1 > *t \K> IS i f. v S !t s x 1 tiki 

ih«aix lu uto t (a, rotk < o he -> t'b.ii v I m - 1 - > 
u fJ i ieu^ ps x s<. i o hi hi $\ \ i ii on o\ t >t u tx Sm ht > 
u x^t. Jx.nivi' is S>C u x itx ■> ii x n no if >» )\ n kj i »<( i )Ut " jn nn 1 
m» u o in ^ „t nsprx^xi'x* <<x i t„cihiMk v s^\r * xM>\ \u^v» 



Example of Applicant's Response from 11/28/2011 
Papers 

• Identifies particular claim language 

• Identifies claims with that language 

• Arguments for support in Specification 



(There are 7 pages of response) (pgs. 52-59), 



Application Serial No. 09/61 J.* 
AfvfEKDMEHT Date:! November 28, 20 

claims 1,2, 31, 102, 56, 60. 74, 93, 1 19, 126, 127, 128, 129, 130, 133, 140, 148, 154, 158, 161, 
1/2, 1 79, 1 80, 181, 182, 183, 193 and 197 (taken in the order of the Office Action). 

The law regarding written support simply requires that the specification conveys to one 
of ordinary ski 11 thai the inventor had possession of the subject matter, It. does not require the 
specification to recite the claim language verbatim.' 

3. "a primary investor, secondary investor, or lender, who contributed capital 
to the asset or to sin mtity owning the asset" 

The. Action questions "support" under the "writSen description" requirement for the 
language "a primary investor, secondary investor, or lender, who contributed capital to the asset 
or to an entity owning the asset" The language regarding a primary investor and a secondary 
investor has been changed to "invesior(s) 5! f This language is supported, by the specification as 
originally filed at least by Figs. 2A and 2B which show numerous investors. 

This language 'lender, who contributed capital to the asset or to an entity owning the 
asset" is supported as follows: 

Fig. 2C shows lenders. The specification at paragraph [0087] arid after (publication 
paragraph nas.) discloses a computer implementation of the lease structure of Fig. 1. Fig. 2C 
shows Data Warehouse 500 and Loan Analysis Module 510 which are discussed at paragraphs 
[01 1 1] and alter. Fig. 4A shows a computer screen with numerous loans giving landlords, 
ten Mi. \hhir o Fu n{ PI J tuKs i sj ip\dei d «. K\ i * m< d>\ u<* , 
loan, the user can retrieve additional background and performance data on a specific loan." Oae 
of ordinary skill in the art would understand that the additional background includes the 
information shown in Fig. | for the lease structure and identities of parties. Fig. 1 A at the 
bottom under Capitalization reference is made to the percentage of participation. 

* "lender" - - Fig. 3C shows financing institutions and Polesiar. 

* "Vvho contributed capital to the asset" - inherent in disclosure at bottom of Fig, 1 A where 
lessor is identified at least 

* "Vto contributed capital ... to an cuKh uvjv.ig the a^ef iuheuii ir< cr-iiali^iioi 
participation of lessor. 

This applies to claims 119, 130, 133, 1 83, and 197, The language is supported. 
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Final Office Action of 3/14/2012 repeats §11% 
Paragraph 1 rejections verbatim - nothing new added 

Examiner Response to Arguments in Final Office 
Action of 3/14/2012 (pgs. 26-27). 

• Examiner does not even address the arguments or 
« Examiner disagrees 

♦ No reason given 



• Fails to meet MPEP §2163.04 for a §1 12, Paragraph I 

Rejection 

• Fails to address all material traversed, MPEP §707.07(0 



Application/Control Number; 09/6 1 1 , 548 Page 26 

Art Unit: 3695 

there is no new and anobvious functional relationship between the descriptive material and the 
substrate. 

Claims 198-203. the limitations in these claims are interpreted as non-fimctionul 
descriptive data that describe the imdeil > mg contract, the payment being processed and the data 
being stored. As discussed abo\ e these are interpreted as nun-functional descripth e data that 
describe the underlying contract at) J the data being stored. The non-fum-iinna! descriptive data 
doc* not materially affect the features o f processing the pa> ment and storing data. '1 he examiner 
need not give patentable -weight to descriptive material absent a new and unobvious innetionai 
relationship between the descriptive material and th? substrate Sec In >v lown. 32 F. id 1579, 
1583-84 (Fed. Oh. lS>94v In rc Ngai 367 R3d 1336. i 33S (Ted. Cir. 2004V As discussed above 
there is no new mid unobvious functional relationship between tiie descriptive material and the 
substrate. 

Response io Arguments 
13. fn re3j onse to Applicant's assertion "Claims hne bten awe dtd to recite "an op«tann£ 
lease undtt fumual < ccoimting inks, o a true lease mulct tax ^cuanUm" rtdes". Tins language 
is supported at, for example, pata^aphs- j0ffl8|, (002 j, j0029}, (0072 {, and [0082! (paragraph 
number rcFuciu-es are to the Sub , finite Specification filed September 200^)". the Fxaminei 
respectful!} disuses These is no suppott in the paragraphs cited above for the 'imitation "a Uue 
l ease under tax accounting rales". Hence rejections under 112. tiiat paiagiaph are maintained for 
dauns h 2, 28, ^7, <>5, 120, 122, 143, 170, 175, 19$, 60, 1^3. 148, 179, 180, 181,18 5, and 
1*«, 
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Art Unit: 36.95 

hi response to ipp'i^ai t\ assertion that the spa ffuaiion ptovidt\s Hippurt tor the claim 
long, age ot * cnrapti + uu data m c non-nansi&rt) mem • y <d a eomouer the amputation m 
fmthenuiee of an mipunemenis ieai,t\ liie improvements le tse bun^ a ieuac ol unpun eroents" 
(tor C iaim 2} or similar language", tne Lvunmet re&peeUul'v disagrees I he }'xanmi,r is unable 
to find support jbi such bmit.il.ojs m the ougnal speufkatkm as di^u^ed m the rejeUiont 
under 1 1 2, fit at paraf'i aph ror Canns. ha\ ing wmla- imgaage I twice the i eject ons under 1 1 2, 
first paragiaph lor c'anns, having sum* tt language a>e nr mta*ncd 

hi response to Applicant';, daemon that the ^peeitkation pto".ide:> oiipp »t t.n the claim 
language ot thi,ik. 181 aul 182, the hxammir re^pcatullv disagrees I he I \ammer i unable to 
find support tor 'imitations in these efaink, m the original specification (.md pattieislatiy in 
paragtaph 87 ot Hgt. rt °r of the on»mal speJttcptiotfj as discussed in the {ejections uncle! 1 L\ 
first paragraph Fttuise 2C icteit> to eumputu sofhvsaie I lowe\ei the <tiuau.es of a compute! 
sj-tem ehumed m claims liU and 1 82 are not adeqtateh ditJ^ed m I igi>re 2C and-'oi 
paragiaph 87 of the ongaiai specification I knee the rejections under 1 12 first paragtaph lor 
(.Janus 181 and 182 are nvi named 

fn response to Applicant's daemon "Clami I Hi meets tne requirements of Section 112 
2nd par tgtaph and is aelloJc'', the Fxaminci icspeeiklh o"ts,i»rees In ue\\ of the amHtauuies 
identified m the claim the scope of the claim is indefinite f knee the rejection under 35 TSC 
112, "*nd paragtxiph is maintained. 

In response to Applicant's asMJiUui ' The claims each jecsto methods, and spee-il} Ih tt 
somt part of the me hod icumre;. pioeesi>mg oi eumputing bj a compUCf \ computet is 
munpntanlj a "machine ' Processing oi computing in a maeh'tie is not '?hslraa " Ibc claims 



Applicant's Paper of 6/14/2012 

Requested Complete new Office Action foe Mailed 
On grounds of Block Quote §112, Paragraph 1 Issue 



Advisory Action of 7/20/2012 



♦ The Examiner disagrees 

♦ Examiner cites to prior Office Actions 

» Examiner tells Applicant to read prior Office 
Action 

♦ No substantive answers 



♦ Still Fails to meet M.PEP §2163.04 for a § 112, Paragraph I 

Rejection 

• Still Fails to address all material traversed MPEP 

§707.O7(f) 
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AjipiicatfOfi fso, &S/611 ; 54S 
Part of Paper Ho, 2012Q718 



Ooftt:nLsa- : on of i1. Goes NOT p^'acs ihe applicsSbrs in condition for ai-owarcs because, of tnt following reasons, in (suspense to 
Apn&wtt's assertion "The Adion -rtti.-si t,e rgms-ied because of niuitiple omission? vs'itec; fo the cisiro -aoyuaoe "fru«s tease for tax 
piWcwess'' ;h3i sfhsct Appi-v*o!'s «bii:ty ;o reply arid Fir^ir.y should b<= withdraw:" :h« B^rjjnsrr i%sp«?.lfu%' disagrees. There & \-o support 
?o* She liTtfteiion "C: inm i&ss* -jndc-r t; ; s, acco^-ino; rutes" - ; *he spc-diioatlon as onginaify f ted, Tom was eypSai^sd by ;h« : L-xaniix." :r; fts 
Nos-.-FiPfi! atxion ma.ie« on May 20. 20 ; \ and again in Eivs Final OffitM <lo;:ors maiio-i on March \A. 2vV2 in fAs.ponss ;o Applicant's 
s;;aefi:on "The 'V^s'JI&n descrisiion isssj^"- ars not stated ;n t;ie frsjinr-.er- reqiH-^d hy the MPS", and iht;.i no direct reply is possible'', ths 
OV f-^ ^ r i » vi«v»y^t iPAf os <v. s of < o fv" " ^ libels'- » j »« vi<jw f pa ? r^iT"-"- ^o 
p- ; ;si:od on Maron I 4 , ?C>1 2. A^'piicsnl shouici rss.6 iha srstrs cortisrsSs. of Paragraphs 2-5 of she final Ofpoe gci'orj before reachKics 
conciiisiotjs in Fe,>ijonss fo Applicant's ass^fBOf; ''Appiioara urges paragraph jRjrnbttriivq as st>9g»s:eci i>y MP&P § .'0<\0<'{k} ?ne 
E^arnirwcs; attention is drown to MPEP % 707 D7;!.}>D? 07ft) Timbering Pan-Qfapns 1) good pracJiee to cumber the paragraph:; o? the 
OfrV;e actioo consecutively. This racii^s, ineir icteni&caiiofi in .he foturo pro^ot^on of tne application/', the Escisif-iner wou"«i liko fo potf-i 
out that She paragraphs have been n unbred consecutively ess sugse-steci Dy ths MPfc^ bach iorrn oaragraph usod if- the osjocttoo has 
bt-BSi niitr^-od fhe ccisf if: wh:ch ih«y appear ;o the Offce action. Ai3piicsn-s ot'ierafgsa^eish fia^ beers csr-sicigrod but ase not 
pef^uasive. Fs>; Fnese s'&ascns sdJ {he tcssow cj:s,Gu^eci in Fif-ai offic*? ^oUc/i. {'it Ksr-ssifty of She rejections arc f-iainjainscs Py the 
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